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REMARKS 

This is a full and timely response to the Office Action mailed July 31, 2006, 
submitted concurrently with a two month Extension of Time to extend the due date for response 

to December 31, 2006. 

By this Amendment, claims 1, 2, 7, 8, 1 1, 12, 16, 17, 19 and 21 have been amended 
to address the rejection under 35 U.S.C. §112, second paragarph. Support for the claim 
amendments can be found variously throughout the specification, see for example, the original 
claims. Thus, claims 1-5 and 7-21 remain pending in this application. 

In view of this amendment and the following remarks, Applicant believes that all 
pending claims are in condition for allowance. Reexamination and reconsideration in light of the 
above claims and the following remarks is respectfully requested. 

Objection to the Specification 

The specification is objected to for failing to properly cite the application priority 
data. Applicant has effected amendments to the specification to overcome this objection. Thus, 
withdrawal of this objection is respectfully requested. 

Rejection under 35 U .S.C. §112 

Claims 1-5 and 7-21 are rejected under 35 U.S.C. §112, second paragraph, for alleged 
indefiniteness. The Examiner has rejected the phrase "which is to form- stating that the phrase 
denotes a futuristic event. Although Applicant respectfully disagrees with the Examiner, in the 
interest of expediting the prosecution of the present application, Applicant has replaced the 
phrase "which is to form" in the claims with the phrase -has or having a property offorming- 
which Applicant believes overcome this rejection. 

Applicant wishes to note that the claims have been amended to clarify that the 
functional group of the metal complex has a property of forming a covalent bond with the 
amino group of the N-terminal which does not mean that there is an actual covalent bond 
between the metal complex and the amino group of the N-terminal. 

With regard to the term "derivative", Applicant has amended claims 16 and 21 to 
clarify that the derivative is a derivative of said metal complex. Although the Examiner might 
argue that such amendment does not clarify the similarity between the derivative and the base 
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compound, Applicant believe that in view of the other limitations in the claims (i.e. "reacting a 
metal cample, which comprises afunctional group which has a property of forming a covalent 
bond with an amino group of an N-terminal amino acid residue of protein or peptide or with a 
carboxyl group of a C-terminal amino acid residue of protein or peptide, with aprotem or 
peptide (A) of which the amino acid sequence is to be determined, to form a derivattve (B) of 
said metal complex where the covalent bond of the functional group of the metal complex wUh 
the amino group of the N-terminal amino acid residue of the protein or peptide (A) or with the 
carboxyl group of the C-terminal amino acid residue of protein or peptide is formed"), the metes 
and bounds of the term "derivative" is clear when read in context. 

In addition, Applicant believes that the phrase "a derivative of said metal complex" is 
not indefinite in terms of its scope. Applicant believes that the Examiner might be rejecting the 
the phrase «« derivative of said metal complex" as indefinite due to its breadth. However, under 
U S case law, the breadth of a claim is not to be equated with indefiniteness. In re Miller, 441 
F 2d 689 169 USPQ 597 (CCPA 1971). If the scope of the subject matter embraced by the 
claims isclear, and if Applicants have not otherwise indicated that they intend the invents to 
be of a scope different from that defined in the claims, then the claims comply with 35 U.S.C. 

112, second paragraph. 

Thus, in view of the amendments to the claims, withdrawal of this rejection is 

respectfully requested. 

Rejection under 35 U .S.C. §103 

Claims 1-5 and 7-21 are rejected under 35 U.S.C. §103 in view of previously cited 
references, Gariepy (WO 93/23425) in view of Anderson et al. (U.S. Patent No. 5,439,829) and 
further in view of newly cited reference, Liao et al. (Journal of American Society of Mass 
Spectrometry, Volume 8, pages 501-509, 1997). Applicant respectfully traverses this rejects. 

To establish zprima facie case of obviousness, the following three criteria must be 
sfied First there must be some suggestion or motivation, either in the references themselves 
, . in the knowledge generally available to one of ordinary skill in the art, to modify the reference 
teachings. Second, there must be a reasonable expectation of success. Finally, the prior art 
reference must teach or suggest all the claim limitations. Here, in this case, based on Applicant s 
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review of the cited references and the Examiner's comments, Applicant submits that the above 

criterias have not been satisfied. 

Based on Applicants' review of the Examiner's comments, Applicants do not believe 
that the Examiner has sufficiently established the motivation to modify the composition of 
Gariepy in accordance with the teachings of Anderson et al. and Liao et al. The Examiner has 
m ade only conclusory statements that "an artisan of ordinary skill, at the time that said 
invention was made, would be motivated to combine the teachings of each one of the cUed 
references to develop a composition, reagent and a method to determine the amino acid 
sequence of a peptide/protein, applying said composition/reagent as discussed above.- In other 
words the Examiner has cited the present invention as the source of motivation to combine the 
cited references since based on Applicants' review of the cited references, Applicants believe 
that no specific motivation is disclosed in Gariepy, Anderson et al. and Liao et al. 

Under U.S. practice, to establish a prima facie case of obviousness, there must be 
some suggestion or motivation, either in the references themselves or in the knowledge generally 
available to one of ordinary skill in the art, to modify the reference or to combine reference 
teachings To support the conclusion that the claimed invention is directed to obvious subject 
matter either the references must expressly or impliedly suggest the claimed invention or the 
Examiner must present a convincing line of reasoning as to why the artisan would have found 
the claimed invention to have been obvious in light of the teachings of the references. In re 
Geiger 815 F.2d 686, 688, 2 USPQ2d 1276, 1278 (Fed. Cir. 1987) 

The Federal Circuit has repeatedly warned that the requisite motivation must come 
from the prior art and not from Applicant's specification. In re Dow Chem. Co., 837 F. 2d 469, 
473 5 U.S.P Q.2d 1529,1531-32 (Fed. Cir. 1988) ("[tjhere must be a reason or suggestion in 
the 'art for selecting the procedure used, other than the knowledge learned from the Applicant >s 
disclosure). Using the Applicant's disclosure as a blueprint to reconstruct the claimed invention 
from isolated pieces of the prior art contravene the statutory mandate of section 103 of judging 
obviousness at the point in time when the invention was made. In this case, the Examiner has not 
eited any teachings or suggestions in Gariepy, Anderson et al. and Liao et al. which would lead 
one skilled in the art to motify or combine these references to arrive at the invention. Hence, 
since the Examiner has cited the present invention as the source of motivation to combine the 
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cited references. Applicants believe «ha, .he Examiner's rejection under 35 U.S.C. § 103(a) 
cannot be sustained under U.S. practice and should be withdrawn. 

Furthermore, Applicants a.so submit that the Examiner has no, established .prrna 
facie case tha, there is a reasonable expectation of success. Under U.S. practice, to establish a 
Z° facie case of obviousness, a reasonable expectation of success is necessary. * re 
527 F 2d ,226. ,228, .» U.S.P.Q. 365, 367 (C.C.P.A. ,976). ,n this case, the Exam.net has 
m ade omy a conCusory statement tha, '[FJnm tbe «N> "f.ne references, it is apparen, 
, ha , one of ordinary sM, in ,ne or. - Have W . reasonable e X pec,a,ion of success, n 
ZZinU daintea ,n»en,,on. However, the Examiner has no, explained how , e d.ffer nt 
ZLJ of ,he cued references wou,d lead one sxiUed in me at, ,o cone.ude ma, there would 
le been a reasonable expectation of success. ,n moving from me prior at, to the churned 
Mention one cannot base a determination of obviousness on what the skilled person ^gnii* 

Ra ,her, in evafuaung obviousness, one must ,oox to see if ■* pr-orar 
°Z^Z^» one oforCnary *« in tne or, ,na, * process s ouUbe carr.e^ 
mi vault nave a reasonable l,M,Hoo4 of success, in ,ne l, g H, °f>^™"« ^ 

or,, no, in ,he Applicant s disclosure." In re Dow Chen,., 837 F.2d 469, 473, 

1532(Fe4 Th:Ziner has combined the different teaching of Oariepy, Artdersone, ah and 
Li a„ e, al with no exp,ana,ion as to why one sKtUed in the art wou,d be motivated to combtne 
"2 things or why such a combination wou,d have a reason* expectation of success. The 
teachings of Oartepy, Anderson e, ah and Uao e, a,. g ives either no indtcatton 
parameters are criucal or no dtredon as to which of many poss.We chotces ,s hkdy 

which wou,d ,ead one skihed in the art to combine the cited references to arrtve at the present 

'" Ven,i0n ' The present invention is directed to the deve.opmen, of a rapid and highly-sensitive 
m e,hod for determining the amino acid sequence of a protein or peptide through mass 
ritrometry using a nove, meta, comp,ex having a functiona, group which has a property of 
Hg va,en bond wi,h an amtno group (of an N-temtinal amino ac,d residue of protem or 
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CONCLUSION 

F or the foregomg reasons, aU the Cairns now pending in the present action a, 
Sieved ,„ be Cearty patentable over the outstanding .ejections. Accordmg , 

■ ,l„im S in light of the above remarks is courteously solicrted. If the 

"^Z - IsuonsUtateotudplace^appHoaUoninevenbenerfonn. 
Examiner has any comments or sugg a^bclow-listed number, 

ft. Examiner is requested to telephone me unders.gned -W*** 



Dated: December 29, 2006 




Respecttulbrpibmitted, 



By 

David T. Ni 
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Registration No.: 22,663 



Lee Cheng 

Registration No. :40,949 



RADER, FISHMAN & GRAUER PLLC 
1233 20th Street, N.W. 
Suite 501 

Washington, DC 20036 
(202) 955-3750 
Attorneys for Applicant 
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